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Office Action Summary 



Application No. 

10/057,671 



Examiner 

Raleigh Chiu 



Applicant(s) 

BELLEHUMEUR ET AL 



Art Unit 

3711 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). \ 

Status 

1)D Responsive to communication(s) filed on . | 



2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
Disposition of Claims 

4) [3 Claim(s) 1^3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

03 Claim(s) is/are allowed. 

Claim(s) 1^3 is/are rejected. 
!□ Claim(s) is/are objected to. 

□ Claim(s) are subject to restriction and/or election requirement. 

cation Papers 

|D The specification is objected to by the Examiner. 

1 The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 
The oath or declaration is objected to by the Examiner, 
under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a>n All b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) Kl Notice of References Cited (PTO-892) 4) H Interview Summary (PTO-413) Paper No(s). 3 . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Reissue Applications 

1. While there is concurrent litigation related to this 
reissue application, "action in this reissue application will NOT 
be stayed because of applicant's request that the application be 
examined at this time. 

Due to the related litigation status of this reissue 

^application, EXTENSIONS OF TIME UNDER THE PROVISIONS OF 37 CFR 

^1.136 (a) WILL NOT BE PERMITTED. 

m 

S}2. The patent sought to be reissued by this application is 
IP 

%f involved in litigation. Any documents and/or materials which 

si 

■ would be material to the patentability of this reissue 

Q 

P application are required to be made of record m reply to this 

' action. 
O 

^ Due to the related litigation status of' this application, 

EXTENSIONS OF TIME UNDER THE PROVISIONS OF 37 GFR 1.136(a) WILL 
NOT BE PERMITTED DURING THE PROSECUTION OF THIS APPLICATION. 
3. The assignment of this application is unclear and 
clarification is requested. 

•According • to applicant's "Statement' Under 37 CFR 3.73(b)" 
(Attachment 7), the last assignment was made to Alex R. and 
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Linda Dyer-Bellehumeur . However, in Exhibit D, the assignment 
is designated to Alex Bellehumeur, solely. 

Although applicant further notes on page 5 of Attachment 7 
that California is a community property state, if the 
application is indeed assigned to be Alex R. and Linda Dyer- 
Bellehumeur, the federal regulations involved here require both 
Alex R. and Linda Dyer-Bellehumeur to sign the Consent of 
Assignee, Statement Under 37 CFR 3.73(b) and the Reissue 
^ Declaration. 

j|j 4 . The t reissue oath/declaration filed with this application is 

A 

fj defective (sjee 37 CFR 1.175 and MPEP § 1414) because the 

ffi 

^citizenship of Guy W. Haarlammert is missing. 

I 5. In the " Remarks and Statement of Edgar W. Averill, Jr. re 
B At Least One Error" (Attachment 17(a)), in the bridging 
©paragraph between pages 1-2, it is indicated that the "purpose 
^of the present reissue application is to request a decision by 
the Patent Office as to the effect, of the mistake in the 
Terminal Disclaimer, which erroneously indicated that Alex R. 
Bellehumeur was a 100% owner of application No. 08/590,870 which 
matured into U.S. Patent No. 5,597,161." 

While the Office does -not make such decisions, per se, the 
Office is .construing the statement of error to indicate that 
applicant believes the patent to be defective because the 
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terminal disclaimer filed to overcome the obviousness-type 
double patenting rejection was improper. 



Double Patenting 

6. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970) ;and, 
J* In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
2 A timely filed terminal disclaimer in compliance with 37 

2 CFR 1.321(c) may be used to overcome an actual or provisional 
^rejection based on a nonstatutory double patenting ground 
gi provided the conflicting application or patent is shown to be 
^commonly owned with this application. See 37 CFR 1.130(b). 
pj$ Effective January 1, 1994, a registered attorney or agent 

$ of record may sign a terminal disclaimer. A terminal disclaimer 
0 signed by the assignee must fully comply with 37 CFR 3.73(b). 
0 

©7. Claims 1-3 are rejected under the judicially created 
0 doctrine of obviousness-type double patenting as being 

unpatentable over claims 1-19 of U.S. Patent No. 5,275,410. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because there is no 
patentable difference between the recited polymer material and 



the elastic material claimed in the M10 patent. 
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Because the filed terminal disclaimer has been determined 
to be improper, the obviousness-type double patenting rejection 
is appropriate . 

8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Raleigh 
Chiu whose telephone number is (703) 308-2247. The examiner can 
normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Paul Sewell, can be 
reached on (703) 308-2126. 

The fax phone number for the organization where this 
application or proceeding is assigned is (703) 305-3579. 

Any inquiry of -a; general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is (703) 308-1148 • 




kaleigh W. Chiu 
Primary Examiner 
Technology Center 3700 



RWC:dei:feif 
27 June 2002 



Interview Summary 



Application No. 

10/057,671 



Examiner 

Raleigh Chiu 



Applicant(s) 

BELLEHUMEUR ET AL 



Art Unit 

3711 



All participants (applicant, applicant's representative, PTO personnel): 

(1) Raleigh Chiu . (3) . 

(2) Edaar W. Averill. Jr. (# 24. 752) . (4)_ . 

Date of Interview: 14 May 2002 . 

Type: a)[3 Telephonic b)D Video Conference 

c)D Personal [copy given to: !)□ applicant 2)D applicant's representative] 

Exhibit shown or demonstration conducted: d)Q Yes e)E3 No. 
If Yes, brief description: . 

Claim(s) discussed: none . 

Identification of prior art discussed: none . 

yfgreement with respect to the claims f)D was reached. g)D was not reached. h)E3 N/A. 

§ 

JILstance of Interview including description of the general nature of what was agreed to if an agreement was 
rPched, or any other comments: although there is concurrent litigation, applicant's representative indicated the 
<$kire for the application to be examined. MPEP S 1442. 02 . 

(Muller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
J&wable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

|jf i)S It is not necessary for applicant to provide a separate record of the substance of the interview(if box is 
gj checked). 

[less the paragraph above has been checked, THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION 
)S7 INCLUDE THE SUBSTANCE OF THE INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office 
lion has already been filed, APPLICANT IS GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A 
STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview requirements on 
reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 



Examiner's signature, if required 
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Paper No. 3. 



^Bfmmary of Record of Interview Requirements 

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1 .1 1 1 , 1 .135. (35 U.S.C. 132) 

i 

37 CFR §1.2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 



The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 81 2.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case 
unieS both applicant and examiner agree that the examiner will record same. Where the examiner agrees to record the substance of the interview, 
or vHin it is adequately recorded on the Form or in an attachment to the Form, the examiner should check the appropriate box at the bottom of the 
For^vhich informs the applicant that the submission of a separate record of the substance of the interview as a supplement to the Form is not 
reqt$gld. 

ra It should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the 
interview unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed, 

3) an identification of the specific prior art discussed, 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Form completed by the Examiner, 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 

2 



